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This is in response to the appeal brief filed 3/27/2008 appealing from the Office action 
mailed 9/27/2007. 

(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial proceedings 
which will directly affect or be directly affected by or have a bearing on the Board's decision in 
the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection contained in 
the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
substantially correct. The changes are as follows: 

Claims 1-3, 5-6, 8-21, 23-24, 26-36 are rejected under 35 
U.S.C. 103(a) as being unpatentable over von Kaenel in view of 
Applicant's Own Admission . Appellants refer to US Patent 7 1 07286. However, US 
Patent 7107285 was used in the rejection. 

(7) Claims Appendix 
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The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

7107285 VONKAENEL 6-2004 

Admitted Prior Art, specification, paragraphs 2-4. 

(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 
Claims 1-3. 5-6. 8-21. 23-24. 26-36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over von Kaenel in view of Applicant's Own Admission . 

Von Kaenal et al. disclose incorporating maps into designs as discussed subsequently. 
Von Kaenal et al. do not appear to disclose printing by the vendor. 
AO A teaches the feature. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify Von Kaenal et al. with AOA because AOA discloses the advantages of using an 
external print service. See paragraphs 2-3 of the application (background of the art). 

Von Kaenal et al. disclose: 

making electronic map information available to a server computer system, the map 
information containing information covering a relatively large geographical area and being 
adapted to produce relatively high resolution maps (fig. 13, 21, 25), 

in response to information received from a client computer system identifying a location 
within the relatively large geographical area, obtaining a relatively high resolution user map from 
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the map information, the user map covering a relatively small geographical area that includes at 
least the identified location (fig. 13, 21, 25, 109, 110, 136, 166), 

generating a lower resolution display map version of the user map, the display map being 
suitable for displaying at the client (col. 65, lines 19-67; screen vs print size), 

transmitting the display map to the client for displaying to the user (fig. 13, 21, 25), 

receiving a description of an electronic product design from the client, the description 
identifying at least a portion of the display map (fig. 13, 21, 25, 30-31, 33), 

associating the identified portion of the display map with corresponding map information 
such that the product design will be printed using the higher resolution version of the display 
map (fig. 13,21,25,30-31,33), 

further comprising storing the obtained user map is stored at the server (fig. 13, 

21,25), 

further comprising storing the display version at the server (fig. 13, 21, 25), 

further comprising retrieving the stored display version in response to a request 
from the user and transmitting the display version to the client computer system (fig. 13,21, 25), 

further comprising generating a thumbnail version of the display map and storing 
the thumbnail version at the server (fig. 13, 21, 25; screen vs print size), 

further comprising retrieving the stored thumbnail version in response to a 
request from the user and transmitting the thumbnail version to the client computer system for 
viewing by the user (fig. 13, 21, 25; screen vs print size), 

wherein the user map is based on location information supplied by the user for 
the purpose of obtaining a map (fig. 13, 21, 25), 
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wherein the user map is based on location information extracted from information 
previously supplied by the user for another purpose (fig. 13, 21, 25; col. 61, lines 8-23), 

wherein the information received includes a zoom level to be used to obtain the 
user map (fig. 13,21,25,92), 

wherein the electronic product design has a defined map area and wherein the 
user map is obtained from the map information at a height and width ratio that 
corresponds to the height to width ratio of the map area in the electronic product design (fig. 13, 
21, 25; col. 65, lines 19-67), 

wherein the electronic product design has a defined map area and wherein the 
display map is generated to have a height and width ratio that corresponds to the height to width 
ratio of the available map area in the electronic product design (fig. 13, 21, 25). 

Von Kaenal et al. does not appear to disclose printing on two sides, as recited, for 
example, in amended claim 1 : 
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Applicants have admitted that it was known to edit various types of common print 
materials offline and that the editing tools were available. 
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A skilled artisan would recognize that the materials commonly include two sides, since 
there are usually two sides available for printing, and would recognize the advantages in printing 
on both sides including, for example, the ability to provide more information to a customer 
through one piece of printed material. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the Von Kaenal et al. teaching to include editing/printing on both sides in the context 
of the Internet. 

As noted by the Court, when there is a design need or market pressure to solve a problem and 
there are a finite number of identified, predictable solutions, a person of ordinary skill has good reason to 
pursue the known options within his or her technical grasp . If this leads to the anticipated success, it is 
likely the product not of innovation but of ordinary skill and common sense . In that instance the fact that a 
combination was obvious to try might show that it was obvious under § 103. KSR Int'l v. Teleflex, Inc., 
550 U.S. (2007). 

"In determining whether the subject matter of a patent claim is obvious, neither the particular 
motivation nor the avowed purpose of the patentee controls. What matters is the objective reach of the 
claim. If the claim extends to what is obvious, it is invalid under §103. One of the ways in which a 
patent's subject matter can be proved obvious is by noting that there existed at the time of invention a 
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known problem for which there was an obvious solution encompassed by the patent's claims." KSR Int'l v. 

Teleflex, Inc., 550 U.S. (2007). 

Applicants have admitted that there is a known problem, namely the need for custom 
printed materials, and that it is known and desirable to do so with various editing tools, without 
the internet: 
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Applicants have admitted that it is known and desirable to do so on the internet with 
various editing tools. 
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It would have been obvious to one of ordinary skill in the art at the time of the invention to 
practice the claimed invention. 

In Kahn, the court affirmed the PTO's finding of obviousness, explaining at great length 
that a "teaching, suggestion, or motivation" can be found "implicitly" based on precisely the 
factors that the Solicitor General says are relevant: "what the combined teachings, knowledge of 
one of ordinary skill in the art, and the nature of the problem to be solved as a whole would have 
suggested to those of ordinary skill in the art." 441 F.3d 987 

In Dystar Textilfarben v. C.H. Patrick (06-1088), the court explained, "an implicit 
motivation to combine exists not only when a suggestion may be gleaned from the prior art as a 
whole, but when the 'improvement' is technology-independent and the combination of references 
results in a product or process that is more desirable, for example because it is stronger, cheaper , 
cleaner, faster , lighter, smaller, more durable, or more efficient ." (emphasis added). In this case, 
the "problem" facing those in the art, and the solution was known: 
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(10) Response to Argument 

Applicant's arguments, filed 3/27/2008, have been carefully considered but are not 
persuasive. The relevant sections (and corresponding arguments) of the Brief are listed; the 
response to arguments follow. It is first noted that all arguments presented in the Appeal Brief 
are new (compare to the response of 7/12/2007). 

Section A : pages 17-20: no arguments. 

Section B. Response to Rejection of Claims Under 35 USC 103 (pages 20-21) : 
Appellants cite case law. No specific arguments presented. 

Section B-l. Response to Rejection of Claims Under 35 USC 103 (pages 21-24): 
Inventor's Own Work May not be considered prior art by admission : 

Appellants argue (page 22): 
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The fact patterns are different. The '440 specification (see par. 37 of the Reading & Bates case) 
expressly and specifically referenced the inventor's own work: 
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There is no such reference in the section entitled "Background of the Invention" of the instant 
specification, and there is no statement anywhere in the specification (or in the entire record) that 
would suggest otherwise. 



MPEP section 2129 is relevant: 
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2129 Admissions as Prior Art [R-6] 

I. ADMISSIONS BY APPLICANT CONSTI- 
TUTE PRIOR ART 

A statement by an applicant >m the specification or 
made< during prosecution identifying the work of 
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another. 

No credible explanation has been put forth by Appellants. Furthermore, the wording of 
paragraphs 2-4 clearly demonstrates that Appellants were referring to the work of others. Note 

the use of commonly, commonly provided, typically, increasingly popular, available from 
various vendors , free services available, businesses ...frequently incorporate access, in a few 
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examples: 
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of the Web and modem Web 
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Figure 1 is not discussed in the background of the invention and is not mentioned until the 
section entitled "Detailed Description". There is no reference, express or otherwise, in any part 
of the detailed description, to the background section . In any case, it is noted that the use of 
" such as downloadable design tools provided by VistaPrint..." indicates 
that other similar design tools were also available in addition to those available from assignee. 

It should be pointed out that paragraph 21, recited above by Appellants, actually 
corresponds to paragraph 20 of the instant specification (see specification, 12/30/2003 as well as 
the prepublication 20050147442). 

Appellants argue (page 23): 
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The argument is not understood and the conclusion is not supported by any rationale or facts. 
Whether or not the material in the section entitled "background of the invention" may also be 
present in Appellants' issued patents is not determinative of whether the material in question is 
solely (if at all) the inventor's prior work. The references (page 24, Appeal Brief) are not 
mentioned in the background section and were not brought to the attention of the office during 
prosecution. 

It is noted that this is the first time this argument has ever been presented . The rejection 
(the 103 based upon application's admission) was asserted in the non-final action of 1/17/2007. 
Applicants responded to the rejection on 7/12/2007, stating only: 
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Appellants were silent, in their response, as to whether they believed the disclosure in the 
"Background of the Invention" constituted Appellant's own work. The silence was taken as 
acquiescence. Furthermore, there was no submission in the IDS of 4/21/2006 of anything relating 
to the inventor's own work. Appellants did not properly challenge, in a timely manner, the 
finding that paragraphs 2-4 constitutes admission . 

Section B-2. Response to Rejection of Claims Under 35 USC 103 (pages 24-39): 
Prior Art does not teach claimed invention: 

Paragraphs 2-4 of the specification disclose the state of the art. 
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Appellants acknowledge (pg. 27, brief) that Von Kaenel discloses downloading and displaying 
maps: 
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Applicants also acknowledged this in their response of 7/12/2007: 
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Appellants argue (pg. 27, brief): 
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tuh^ .'IK . Ik tMl, C i 1 — f - til * J J <f i * - ] * j t 

fr.kjjl i i' 4\U-Ki ■> , ». 1.' j^ ' > ^ , ; ,;„, r , - 'vll- Ji: L. 

1^.^- . ^. l» ■ - V i \ i <v. K k ,<L col 4h Ime 57 ~ eoi. 43, line 

■5) \\ N,ti it < > P . '0 * » i v! -i . L Li t /; n ifu 

it i.- J - !i ■■ — . > I.'' L • . s' . - U ^ I - > . * v In ' m a i 3 ' i.' dU ■ 

i . o S 1 *. » w . .id n \1K if py Msi u i tt> 

una;=t n < n 1 i > Jtut^\ngk t> * ucrl \ si 

i , f m ; to • it mwltif.u ims^ ht>tf- u 

vn>r<^ So ..i-is^i, i ■ i t - v < t 1 h ' f " 



See figure 21: 
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2132 
/ 



2134 
J- 



Datastore is accessed, 
J images are generated, and 
1 " are presented back to the 
client 




Claim 1 recites: 



It is noted that the use of "relatively" allows for a broad interpretation of the claim with respect 
to resolution. The claim does not require or preclude that single/multiple data layers be used 
(note that "comprising" is used as the transitional phrase in the claims). Regardless, a single layer 
with only "roads" is still a map, as is each of the layers in question. Finally, it has generally been 
recognized that merely making integral is not sufficient to distinguish over the prior art, In re 
Larson, 340 F.2d 965, 968, 144 USPQ 347, 349 (CCPA 1965). Appellants further argue (pg. 27): 
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> * „ *n » k r<ip i . » \ *t m K I 3> - i '* 



It is not seen how this conclusion is warranted - the relevant issue pertains to the 
resolution of the layers. In any case, the rejection stated: 



making electronic map information avafebfe to a server co?» putes -\ sh -'5 -r r 
map ^formation containing information coveflrsg; a relative!? large geographies* area 



The text describing fig. 25 (col. 44, line 47 to col. 45, line 6): 
- Pinntmg Multiple Dsia Layers 



Impiementstiocs of the iaveist n~ o« ft r nutiple date 



taticna of the invention. Corn"'] begins at T\ >ck 2510 with 
the client software receiving s uses' request to print a 
eesnp .rcw tha is fc rmed fey overlaying multiple data 
layers. In particular, when a user clicks on a Prim menu to 

s print different dste layers fhst are displayed on a Map 
Control window, the client software receives the print 
request In. block 2512, the client software sends the print 
request to die server system. Ie block 2514. the server 
system receives end processes the print ret _ e-' b e j snog 

3 all cf the requested data layers snd combining the multiple 
date layers as- one printable file. Then, in block 2516, the 
sen. et b e r. ■'be : 4 1 oin- hn'e' he : ient 
software to print, In block 2518, the client saftroope receives 
*uc p nts the pni al>le r'le 

s Iii c*r- i in: emeni&tions tbr handli :y . Pi t: Preview 
meon selection by a user, the client software and the server 
system pedbim lope s mil ar d she logic iBedfo?pmeesamg 
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a MM menu, selection, ^ : ^j^^ : ^ : m^ : M ::::::: 

software aod the w«f system support printing multiple 5 
data layers as one printable file. 

Appellants argue (pg. 27, brief): 

Sec i ?il \..» N;:u.u<," tl>..v,s s>.u tvufco- mu. 'I > 

■ in. ^-1 i - j ir j z " : ---^ - : - l ^ r 

K ' w W t U* \ \t \ " In. ui^lU I 

<. i a> Jt Jis s to e \s tvi th «i W| J >pli< tos if< 
JK»4j*vs to! *>5 i / I 1 > - >i k_i u ^ n 4 k ^ 

K U.VI di. till \ t - \ ^ <\ I , f fi 1 U - t k^M 

whe^ji v« ui s hi i m ( t >kr- do not spkyesf on. tb® Of severs 
( « % i nsL'« t - * i, !,!(">; ^ »?u * i K- ti . ,t i 
. <\ t h u t k s_i E I iIiom k < * he IMf k > ! t i 1 lift: 

The section in question (col. 65) discloses the (standard) screen resolution which is lower than 
that commonly used for printing. This is buttressed by lines 1-18 of the same column which 
disclose that the screen resolution can only approximate the resolution of the document (lines 9- 
11). 

See fig. 39, where the screen provides for a very low resolution (about 350 kB), much 
lower than commonly used in printing detailed documents such as maps. It is not clear that the 
resolution of printers can even be set that low. 

As for the resolution of the maps, the rejection stated: 
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fcfc 9, Von Kaersai st M, dfcetese: 

mm® dmmrm map tRformata writable to a server oomputar system, f» 

and being adapted to produce isiHrtv high resolution magg.fl iq. 13, 21,25), 

The text describing fig. 25, recited in the rejections, (col. 44, line 47 to col. 45, line 6): 

H> Printing Multiple Data Layers 

IniplemenMa m - f :u bveo i u bBot for i oltipls date 
Igyers to be printed, FIG, 25 illustrates Ideic for Drir.tma 

9 mktfpie da.' b vers g'S&e WiHk ceftun mjiemen - 
t&xiam of ike invention. Control begins at block 2510 with 
ike diem software receiving a user request to print a. 
composite Image tlsat is ib-rmsd by m&Myiag multiple data 
layers, hi psrtie^ar„ when a user clicks en s Print menu to 

s print different data layers that are displayed on a Map 
Control window the client software receive? the print 
Rqurat. In block 2512, the client software sends Hie print 
revest to the server system, in block 2514, ins server 
system receives and processes me priat .request by gathering 

^ all of t£*e lespested data layers and combining the; multiple 
dais Isyers as one printable file. Then, m block 2516. the 
server sy^itx ihe combined Vm. b « flic fo ±e client 
software to print Id block 2518, the client software receives 
am prints the printable Me, 

s In certain implemeal&tbas, for hmMug * Prim: Prwlew 
mems. selection by a user, the client, software sad the server 
system perform logic similar to the logic used for processing 




Appellants argue (page 29, brief): 
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i h Ml Will M I ► Mt 

. o V <- 1» U If t t t i k K n » 

im, ml sales temtorj boundaries 1333 P^ssy; - srievesthe apfWttpliflfte 
dasii sftt(s) camtpoaiiing to the rcqiissi from $m I m atxt each » 

tt i x ot «i u >^ ' i < u * i i i , \ i h> viu m CU 
(Von Kaetret. coL 27, 1 fees 40-50. However, the actual re«|west torn flttdkwt, 
whh - tl v i.h efu >v. it 'u.M, - > -~ a a<.-v i; tsfiiss 

XSi£«^ * ^ .^vnt^ii^Ka i i , 



The patentable distinction is not seen. The request itself constitutes design intent because the 
user is requesting certain information to be provided in an electronic document in a specific 
manner. In any case, the specification broadly defines 'product': 



\mm f%, 2 is a 




Appellants argue (pg. 30, brief): 
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. ■ ' 

i-r:^ : ; .'-v . S'hc t k t . n t J t . I data 

i- 1-k , \ J ]fj I I lit | f < }g"> B ^. 

The patentable distinction is not seen. The claims also call for spatially referenced data (map), 
but do not additionally call for an editable layer. To argue that editing of the map implies that the 
document is not being designed is not credible. To the contrary, editing a map in the electronic 
document means, by itself that the document is being designed . It is also noted that Maps 
constitute non- functional descriptive material. 

Appellants' arguments on pages 31-32 do not actually address the issues discussed 
therein. For example, page 32: 

ihc Ml ) I 1 11 i 

"Apf >Ul 1 , lw .1 t( ' P 1 tt t i d 1 ■. I 

^ ^ { < l uti f t r I < - i ' x ' mi. i> urk 

«\itU>o d u A ^ 

s , <'i i J , t i v h 1 j . , i t i 

idudeJv , M.c thenars «swaily t*s^o sides avaUabl-e for p* ins ^ 
k, n w n e U v , s 1 - i i j * f i i'i.' \ ik ^ n I' iry * 
, s l,< L oh l 1 vm , i n ti t a I t i I" . v 

T he Ks;«riiitoi^ I'bo-.^ on only t*><r "hv-^iik.r t^iuiv = n tin- da n d « 
t ;- - \<^ t- • ■■■■ V.;!...^ ■■Ikvi' . ■ ■: in.r. , i -1 

The Examiner did not 'conclude' as alleged above. The Examiner took notice that 

A skilled artisan would recognize that the materials commonly include two sides, since 
there are usually two sides available for printing, and would recognize the advantages in 
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printing on both sides including, for example, the ability to provide more information to a 
customer through one piece of printed material. 

And thus concluded 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the Von Kaenal et al. teaching to include editing/printing on both sides in the 
context of the Internet. 

Appellants are still silent about whether: 

A skilled artisan would recognize that the materials commonly include two sides, since 
there are usually two sides available for printing, and would recognize the advantages in 
printing on both sides including, for example, the ability to provide more information to a 
customer through one piece of printed material. 

And thus have not properly challenged the finding. See MPEP 2144.03 (Reliance on 
Common Knowledge in the Art or "Well Known" Prior Art). Note 2144.03 (A): 



A. Determine When It Is Appropriate To Take Of- 
ficial Notice Without Documentary Evidence 
To Support the Examiner's Conclusion 

Official notice without documentary evidence to 
upj i mi >neiuoi s , . ^ ...;„. ..lr . i\. 
.tiLrftffl* e CHClu " s M^- While "official notice'* may 
be relied on. the>e circumstances should be rare when 
an application is raider final rejection or action under 
37 C.FR 1.113. Official notice unsupported by docu - 
•.i^rrr. evidence ^hoiild w '. '-.mi .y j e , 
wj I re 'lit t v. ye.e' ■ : td in i .1 
be common km ^\lsd^^m m the zi r jre c > - of 
i le i i i 1 _ _ 

- " " ' i ' j ' . 11 111 '"t 1 "" " < , "i — r— " 



Appellants did not even attempt to challenge the finding, and only stated (7/ 12/2007): 




F.2d '"1 1 «5 SPQ 41S 420 (C( PA 1970 , 

the notice of facts beyond the record which may be 
taken by the examiner must be "capable of such 
instant and unquestionable demonstration as to defy 
ii i e" (citing In re Knapp Monarch Co . 2^6 F.2d 
230. 132 USPQ 6 (CCPA 1961)). In AMeit. the court 
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i i c j n i t j t i , i ,. el i h 

) t t. i t 1 > it ti I > <- n 



C If Applicant Challenges a Factual Assertion 
m Not Properly Officially Noticed or Not 
Properly Based Upon Common Knowledge, 
the Examiner Must Support the Finding With 
A dequate Evidence 

To adequately traverse such a finding, an applicant 
mast specifically point out the supposed eiTors in the 
examiner's action, which \vo:;l.l include -■::mnu why 
the noticed fact is not con [ere ■ . vommot i 
knowledge or well-known in the art. See 37 CFR 
1,11 Kb). See also Chmwtaftf, 139 E2d at 713, 60 
USPQ at 241 ("fl]n flic absence of any demand bv 

> y 1 u ? ,.l^.,r.>„„ J uul T ' j ' v ' ni - ' T ^ * ' u 1 

gtai emeiit . . . we. . . will not consider t hi s c on ten t ion. "*) ."" A 
general jIL, rtion "hat tli^ 

invention without, any reference to the examiner' s 
a^eihon ut ori . . -.c would he m idequate If 

Regarding the 'focus on the "two-sided"' feature, Appellants are reminded that their only 

argument (7/12/2007) was that the patentable distinction over the Von Kaenel reference was in 

1) using both sides and 2) allowing for the ability to edit the (to be printed) map (see above) in 

the document. 

Applicants have admitted in the specification that there is a known problem, namely the 
need for custom printed materials: 
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{\<i!>'<2\ x t j t - kit. is aJ ^ati ar t ^m i ± % t i • i ' 

^^ ^ ' l ' ^ ^ | r; i , n ^'^^.' | ; l ^^.-^ | ^ t ^ |l|| ^. r t i - ; J i l i ; iiiiiii| - i " J,,,.,,!^,.'^^./ ' ij 1 

' ; ; ]<•■ ; ?v • t , -i x j -. ofi> r: ,M tK*r ;t m n m ■ - j tht - 
> t . ■ ' ■ - 

p - ' j - ic :-a :tf 'i\ ) trk '■ ,1 \ _\rr« ti n -r i'j 1 l pn j flie ; oU^. tiMt .j 
F-l ill < i\Tfir>' m J'n . 1 i v i « 's. > art " >k' >^ii Months 
J' di,u : tu i L.. I nk'j a k t^t'i.-^r, pi . 'piik'itf.,1 m t 

priming. 

and that it is known to do so on the internet with various editing tools. 

[fttMtfj V» inereasi ypopuSa :mativei saini e >f materials is 

e use o j Lnbascdp mitsg er - pro ier tha t;« il sn! . * he pabil es 

' t " *. 1ft r, 1 'it < J < Ull It ilt.UI 

computer wife W«|> access at wtevw time ml place b convenient to the aser. 

M It" M 1 M>1 < 1 ,U . ,r Ml it! ■!> '> 1 , -11a 

^I'-'^^ m. i- ^ ' ) " ~- | - - i ;1 ' l ' | w | rr ; i J iro , ' s ;' ,v 1 v ' J " ; " ri l " 

ULi^.^ T .Ui-...-..l-^.t? •■■-:..>. > ' ' . ' F> p i L a! 1 • - M .in ,i' < 

1 " ' ... \ ' .....u..u ' f .L.-.L! h.iuuiJ ii , , i 'i'v, 'm i r— m--mTL:-.-rtlr: i ^'" i -T i'i Trir ' - 

When ;i fj^er - r i , it j nk^ 1 n t i« i pUi ji .^et uuh 
* > n t n< r , r , i Mi , pi d i.1 i ot i i -i r ' _r, 

r*r*H u.-M-in, ^ iLd ,ro Lc i > .idi^t- 1 to ;-c customer's home or bwit ; s 
The rejection further stated: 

As noted by the Court, when there is a design need or market 
pressure to solve a problem and there are a finite number of 
identified, predictable solutions, a person of ordinary 
skill has good reason to pursue the known options within his 
or her technical grasp . If this leads to the anticipated 
success, it is likely the product not of innovation but of 
ordinary skill and common sense . In that instance the fact 
that a combination was obvious to try might show that it was 
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obvious under §103. KSR Int ' 1 v. Teleflex, Inc., 550 U.S. 
(2007) . 

"In determining whether the subject matter of a patent claim 
is obvious, neither the particular motivation nor the avowed 
purpose of the patentee controls. What matters is the 
objective reach of the claim. If the claim extends to what 
is obvious, it is invalid under §103. One of the ways in 
which a patent's subject matter can be proved obvious is by 
noting that there existed at the time of invention a known 
problem for which there was an obvious solution encompassed 
by the patent's claims." KSR Int ' 1 v. Teleflex, Inc., 550 
U.S. (2007) . 

In this respect, the Examiner notes that an atlas includes text and maps on both sides of 
the pages. 

It is well established that people commonly write on both sides of a piece of paper . It is 
also well established that people commonly print on both sides of a piece of paper . A skilled 
artisan would recognize that printing materials usually include two sides, and would recognize 
the advantages in printing on both sides including , for example, the ability to provide more 
information to a customer in one piece of printed material. 

It is noted that this is the first time these arguments have ever been presented in response 
to the rejection first asserted in the non-final action of 1/17/2007. 

Section B-3. Response to Rejection of Claims Under 35 USC 103 (pages 40-41): AOA 
admission is not enabling: 
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Appellants state (pg. 40): 

7 i , >v l < v t „ , i <r «mi iu (.h t , o " l , 

Y ~LTi i 'i h ' 1 > ' )' 1 1 - ' t ; 

• < )>!"kp :! r t i -w i > 'i t r { 

] i u 1 i ' > ^ N ' <■< i ^ ' v t> 

J->.-|v;«v:;i»> ><• the ;..>trtsi./di?is« by :hc lisi-r , ii:e w ■ ■ . v. 

/;..". -vf.-- .-.<• !>::Jr^< ..' rr .; it f'i; ' , , I 

] i i i, i il ' )v k >i ' 1 v ) - 1 1 1 

i V f>( )T> 1 it c p ' 1 1 ' v ' , I l t 

This is mere allegation. Appellants have not provided a specific argument, evidence or expert 
testimony. This is not a credible statement. The Examiner notes that an atlas includes text and 
maps on both sides of the pages and such products are common. 

The AOA admission is a statement regarding the state of the art and what was already 
known and already performed (which Appellants argue was their own work) - it was therefore, 
by definition 'operable'. 

Prior Art is presumed to be operative/enabling. See MPEP 2121 : 

L < PRIOR ART IS PRESUMED TO BE 
OPERABLE/ENABLING 

Wlienjie refo 
or ..makes, obvious a 

invention, the reference is presume d Jo ^ 
Once such a reference is found, t he bunien is on | appli - 
cant to provide facts rebutting the presumption of 
operability. In re Sasse. 629 F.2d 675. 207 USPQ 107 
(CCPA 1980). See also MPEP § 716.07. 

Appellants did not attempt to rebut the presumption of operability in their response (7/12/2007) 
to the rejection. They provide no facts in this appeal brief. 
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MPEP 2121 further states: 

sine and thus anticipates ;> claimed invention it the 
reference describes the claimed invention in sufficient 
detail to enable a person of ordinary skill m the art to 
carry out the claimed invention; ''proof of efficacy is 
not required for a prior art reference to be enabling for 
purposes of anticipation." Impax Labs. Inc. v. Aventis 
PharmJm., 468 F.3d 1366, 1383. 81 USPQ2d 1001, 
1013 (Fed. Cir. 2006). See also MPEP § 2122 < 

The importance of the admission in the specification is not as much about what it teaches, but, 
rather what it says about what was known to one of ordinary skill in the art at the time of the 
invention. 

Appellants argue: 

I |1 \\ S. d {I, _ . h |(l I Jl L <ll I - , [1 ! 

^ .\ it I t'l'. v , k Hi Kf! 1 .UlftlK . „\ -w 

V ' k i 1 K j t ^ t* i 1- 1 it 1 u^n&iKm 
ihs Vm Kacsiel reference it tsweH aeakd tte sitho^gh pt&gishect $t»bjec£ matter 



' • v 1 l''i n ; > r j i i 11 t- it \ I'tui 

" ' > ( I ! I I !« I 1 4 ',1 ' i I i ! [ n - i' ' 

i - 1 N"i : > i ( 'i I > ' i ) fi u<. in , t . l 

....i;...... .' .. . 'Im K'Uk ' <- < v v*. I t . T 

. <lM !lt uh i« * 1 It , l t ' > I i . ! ' 1 J 

A more accurate portrayal of the relevant court decisions is presented in MPEP 2121.02 which 



addresses the situation where the reference might be found inoperative: 
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"Even if a reference discloses an inoperativ e 
device, it is prior art for all that it teaches: " Beckman 
Instruments v. 1KB Producer AB, 892 R2d 1547, 
1551, 13 USPQ2d 1301, 1304 (Fed. Cir. 1989). 
Therefore, "a non-enabling reference may qualify as 
prior art for th e pnmose of determining obviousnes s 
under 35 U.S.C. 103." Symbol Techs. Inc. v. Opticon 
Inc., 935 F.2d 1569, 1578, 19 USPQ2d 1241, 1247 
(Fed Cir. 1991). 

In any case, the claims are not drawn to a composition or device. 
Appellants further argue: 

o wl.k'i^ots ihrfs b^i n*UM U SivMf.'A; * , oOft f ?dW U4-^I5 

U V ^ t I*. > - i M < s i r . i <. r I )' ii 

n i, \ u v i i t i i. >.< 3 i ' I' J - i e< i . .. : t Li>_ 

IK-Jl')- 1 < I I ' / . S - . i« * > < ' N - W \ 1 i In ' 2 . £ ■ P S ! ' tl * 

i k t i otou i>i i * it i n, ut < ^ 

overcome:, a prcsuroptivn t h^i -J-: .| ■ : i\ :■■ .: -i> ^ t\ I.mh. J • o d ••••«.• 

5 l ' '.'.W "1 - I i I v i t I Ml t 

This is an abstract argument. In any case, the fact patterns are different. The claims in the cited 
cases appear to be directed to 'product' claims, while the instant claims are drawn to either 
'method' or 'system' claims. 

This is the first time that these arguments been presented. 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the Related 
Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 
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